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DETAILED ACTION 

The rejections not addressed below are deemed withdrawn. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 2, 5--39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Federico in combination with Miller 

The rejection stands as per reasons of record, incorporated in the instant 
rejection by reference. 

Federico discloses flexible soft absorbent open cell foams comprising 
polystyrene and surfactant (non-ionic or mixed). The reference further expressly states 
that in order to improve the liquid intake of the foams, up to 30 % by weight of high 
impact polystyrene thermoplastic elastomer can be added to the compositions. See, 
for example, column 3, lines 15-21 and illustrative examples. Further ddition of di- or tri- 
block copolymers to the compositions of Federico in the amounts of up to about 10 
parts by weight would have been obvious from teachings of Miller who expressly 
discloses that addition of plasticizers and elastomers (including di-or tri-block elstomers) 
improves processing of styrene-base foams (as per column 7, lines 1-38 of Miller). See 
discussion above regarding di-/ tri- block elastomer amounts and ratios in the previous 
office action. The amounts of claimed elastomers (in combination) clearly meet the 
claimed limitation. Also, since the Miller reference discloses "about 10 parts by weight", 
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the reference does not specify the amounts with any specificity or exactitute, thus 
implying that higher amounts are equally suitable in the absence of showing of 
unexpected results or showing that addition of higher amounts would result in material 
change in the composition properties. 

The Federico reference does not address the physical properties claimed in the 
instant application, however, as per discussion above, it is believed that the disclosed 
modified foams would inherently exhibit the claimed properties. The burden is shifted to 
the applicants to provide factual evidence to the contrary. 



Response to Arguments 

Applicant's arguments filed 1-3-2006 have been fully considered but they are not 
persuasive. The applicants argue that the invention disclosed by Federico is concerned 
with food trays and such products can not be soft and flexible. The applicants further 
state that the compositions disclosed by Federico do not contain thermoplastic 
elastomers or other ingredients that would make the trays soft and flexible. First of all, 
note that majority of the claims of the instant application do not require the foams to be 
soft or flexible. Second of all, the reference does expressly discloses incorporation of 
butadiene based rubbers in the amounts of up to 30 % to improve absorbency. 
Moreover, contrary to the applicants statement, the reference recognizes that 
increased absorption capacity leads to inevitable loss of mechanical strength, i.e., softer 
and more flexible materials, and this softening effect is offset by laminating harder 
plastic materials. See, for example, disclosure in column 4, lines 5 et seq. The 
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applicants further state that the Federico reference does not describe the foams as 
having a fluid intake of about 1 ml/sec/in2 or greater. While it may be so, simply 
because the reference is silent to a given property of the disclosed product, it does not 
mean that the claimed property is not inherently present in the product. The applicants 
argue that comparative results utilizing commercially available polystyrene show that 
the claimed fluid intake flux characteristics are not met by such commercial polystyrene. 
The comparative results utilizing commercially available polystyrene is not considered to 
be the closest prior art comparison, since the compositions disclosed in the Federico 
reference are much closer to the claimed compositions and contain all of the claimed 
components, including polybutadiene based impact resistant components. Note that 
none of the claims requires the elastomers to be entirely of the block structure, and only 
require, with some claims requiring the elastomers to comprise such block copolymers. 
Moreover, incorporation of block copolymers (in addition to other elastomeric 
components) would have been obvious from the disclosure of Miller (as discussed 
above and in the previous office action) in the amounts up to about 10 parts by weight 
to 100 parts by weight of the polystyrene component, although such an addition may be 
obvious for different reasons that the applicants reasons. It has been long established 
by the case law that the reason or motivation to modify the reference may often suggest 
what the inventor has done, but for a different purpose or to solve a different problem. It 
is not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. In re Linter, 458 F.2d 1013, 173 USPQ 560 
(CCPA 1972) (discussed below); In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 
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1 990). The court also stated that claiming of a new use, new function or unknown 
property which is inherently present in the prior art does not necessarily make the claim 
patentable. In re Best, 562 F.2d 1252, 1254, 195 USPQ 430, 433 (CCPA 1977). Thus, 
discovering that addition of specified elastomer results in some improved property, 
where such an addition is otherwise obvious, does not support patentability unless 
showing of unexpected results commensurate in scope with the claimed invention are 
presented on the record. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Irina S. Zemel 
Examiner 
Art Unit 1711 
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